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Examiner 



Applicant(s) 
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Art Unit 
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| Terressa M. Bo ykin IMI 

_ . - The MAILING DATE of this communication appears on the cover sheet with tte correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. " ""l*/ 

" fw n ^«™ e Tuc y » be a ^ ilable ,. und f ,he Provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication ' 

" !l NO otr^H w Zlll "JT h *T ^ ^ (30) * reply Within the slatu,or V minimum of ,hirt V ( 30 ) will be considered timely 

- If NO period for reply is specified above, the maximum statutory period will apply and will exDire SIX 16) MONTHS fm™ . hT ^Tfiu' 

- Failure to reply within the se, or extended period for reply will, b/s.a.ute, caused "ap" S t ^ e omeSoONED ( 3 " U s'c 13 3 ?' S C ° mmUnlCa "° n - 
Any reply received by the Office later than three months after the mailing date of this communication, even^K f reduce any ^ 

earned patent term adjustment. See 37 CFR 1.704(b). y reauce an V 

Status 

1)__ Responsive to communication(s) filed on 20 December 2004 . 
2a)D This action is FINAL. 2b)__ This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 , 453 o.G. 213. 

Disposition of Claims 

4) 03 Claim(s) 1-28 is/are pending in the application. 
4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

QM Claim(s) 1,4.5.10. 13-15 and 17-21 is/are rejected. 

7) E3 Claim(s) 2,3, 7-9.11. 12 and 22-28 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d) 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 
Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 
a)DAII b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 1 7.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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Notice of Draftsperson's Patent Drawing Review (PTO-948) 
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Paper No(s)/Mail Date 5-04. 
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Claim Rejections - 35 USC 3 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 
102 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless - 



(e) the invention was described in (1) an application for patent, published under 
section 122(b), by another filed in the United States before the invention by the 
applicant for patent or (2) a patent granted on an application for patent by 
another filed in the United States before the invention by the applicant for patent, 
except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application 
filed in the United States only if the international application designated the 
United States and was published under Article 21(2) of such treaty in the English 
language. 



Claims 1,4, 5, 10,13, 14,15, 18, 19, 20, 21, are rejected under 35 U.S.C. 102 
(e) as being anticipated by US 6639042 see abstract, cols 2-4, and Table 1 and 
claims 1 and 2. 

The US 6639042 relates to hyperbranched polyimides. 




The polymer is prepared by the polymerization of the AB2 monomer N-[ 3,5- 
bis (4-hydroxybenzoyl)benzene] -4 fluoroisophthalimide. 
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I ^ ^ OH 



Note in examples 1-9 that the reaction mixture is heated and maintained at 80 to 
90 C. for 10 hours. 

With regard to claims 13, 14, and 15 the reference states in the examples that 
the resulting off-white solid residue was dissolved in hot ethanol and allowed to 
cool to room temperature to give 1 1 .2 g (47.7% yield) of off-white solids. 

Thus the reference discloses a hyperbranched polyimide resulting from the 
treatment of the polyimide with a hyperbranched moiety within the temperature 
range as disclosed by applicants'. Thus in view of the above, there appears to 
be no significant difference between the reference and that which is claimed by 
applicant(s). Any differences not specifically mentioned appear to be 
conventional. Consequently, the claimed invention cannot be deemed as novel 
and accordingly is unpatentable. 
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Claim Rejections - 35 USC § 112 

Claim 17 is rejected under 35 U.S.C. § 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Note that claim 17 which is dependent upon claim 1 lacks antecedent basis for 
the recited membrane of claim 1 . It is noted that the limitation is not apart of the 
language of claim 1 thus lacks antecedent basis. 

Objected Claims 

Claims 2, 3, 7, 8, 9, 1 1, 12, 22-28 are objected to as being dependent upon a 
rejected base claim, but would be allowable if rewritten in independent form 
including all of the limitations of the base claim and any intervening claims. 

Correspondence 

Please note that the cjted U.S. patents and patent application 
publications are available for download via the Office's PAIR. As an 
alternate source, aM U.S. patents and patent application publications are 
available on the USPTO web site ( www.uspto.aov l from the Office of Public 
Records and from commercial sources. Applicants may be referred to the 
Electronic Business Center (EBC) at http://www.usDtn.aov/6bc/inriPv html 
or 1-866-217-9197. 
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Any inquiry concerning this communication or earlier communications from 
the Examiner should be directed to Examiner Terressa Boykin, via the 
receptionist whose telephone number is (703) 308-2351 . The examiner can 
normally be reached on Monday through Friday from 8:00a.m.-5:30 p.m. 
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